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The Status of Claims 
Claims 1-10 are pending. 
Claims 1-10 are rejected. 

DETAILED ACTION 

Priority 

I It is noted that this application is a 371 of PCT/EP03/02407 (03/1 0/03), which 
has a foreign priority document, Austria A 523/2002 (04/04/02). 

* 

Drawings 

II None. 

DETAILED ACTION 

Claim Objections 

Claim 8 is objected to because of the following informalities: 

In claim 8 , the phrases " the process of claim 7 "and " according to claim 5" are 

recited. The dependent claim should not be dependent on two different claims. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 4, 9 and 10 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claims 4 and 10 , the phrases " from the group of methyl tert-butyl ether, 
diethyl ether, tetrahydrofuran, dioxane, ethylene glycol dimethyl ether, toluene, hexane, 
heptane, dichloromethane or chlorobenzene" , " from the group of hexane, heptane, 
toluene , ethers or esters" are recited. 

They are vague and indefinite because the term " of would mean that there 
were some additional components present in the group ,but those are unspecified in 

« 

the closed Markush group limitation. The examiner recommends to change " or" to " 
ana" . 

Therefore, an appropriate correction is required. 

In claim 9, the term " sufficient" is recited. This is vague and indefinite because 
the specification does not elaborate what is meant by the term " sufficient". Therefore, 
an appropriate correction is required. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4, 7 and 9-10 are rejected under 35 U.S.C. 102(b) as being anticipated 
clearly by Covers et al (EP0075356). 



Covers et al discloses the preparation of 2,2-dichlorophenylacetic acid esters in 
the following example(see pages 2-3, example I): 



Example I 

A flask having a capacity of 260 ml, provided 
with baffle plates, stirrer, thermometer and gas 
inlet tube, is filled with 11.3 g 2,2-dichforo- 
phenylacetonitrile, 47 g methanol end 4,4 g water. 
The mixture is cooled to 10'C and then saturated 
with hydrogen chloride gas. During the intro- 
duction of the hydrogen chloride gas, the mixture 
is kept by cooling, at a temperature of about 20°C. 
After the introduction of hydrogen chloride gas 
for about 1 hour, the reaction mbcture is allowed 
to react further at about 26°C for 3 hours more. 

The reaction mixture obtained Is subsequently 
poured out into 0,5 I water and the aqueous 
solution obtained is extracted with ether. The 
ether extract fs neutralized with a sodium- 
bicarbonate solution to pH=8 and then dried with 
magnesiumsulphate. 

After evaporation of the ether, 10.7 g product 
remains whtch, according to a gas- 
chromatographic analysis, contains 84% by wt 
methylester of 2,2-dichlorophenylacetic acid 
(boiling point 95*0/133 Pa) and 15% by wt 
2,2-dfchlorophenylacetamlde* The melting range 
of this amide is 111— 112°C 

The yield of ester is 68% of the yield 
theoretically possible. 



This is identical with the claims. 



Claim Rejections - 35 USC § 103 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

b 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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1. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Covers et al (EP0075356) in view of Castelijins et al (EP 0518412). 



Covers et al discloses the preparation of 2,2-dichlorophenylacetic acid esters in 
the following example(see pages 2-3, example I): 



Example I 

A flask having a capacity of 260 ml, provided 
with baffle plates, stirrer, thermometer and gas 
Inlet tube, Is filled with 11.3 g 2,2-dichloro- 
phenylacetonitrile, 47 g methanol and 4.4 g water. 
The mixture Is cooled to 10°C and then saturated 
with hydrogen chloride gas. During the intro- 
duction of the hydrogen chloride gas, the mixture 
fa kept by cooling, at a temperature of about 20°C. 
After the introduction of hydrogen chloride gas 
for about 1 hour, the reaction mbtture is allowed 
to react further at about 26°C for 3 hours more. 

The reaction mixture obtained Is subsequently 
poured out into 0,5 I water and the aqueous 
solution obtained is extracted with ether. The 
ether extract is neutralized with a sodium- 
bicarbonate solution to pH=8 and then dried with 
magnesiumsulphate. 

After evaporation of the ether, 10,7 g product 
remains which, according to a gas- 
chromatographic analysis, contains 84% by wt 
methyieater of 2,2-dichlorophenylacetic acid 
(boiling point 95°C/133 Pa) and 15% by wt 

2,2-dlchlorophenylacetamlde, The melting range 
of this amide is 111— 112°C 

The yield of ester is 68% of the yield 
theoretically possible, 



However, the instant invention differs from the prior art in that the chlorination of 
phenylacetonitriles for benzyl cyanide is not disclosed. 
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Castelijins et al discloses the chlorination of phenylacetonitriles for benzyl 
cyanide using chlorine gas in the following example (see col. 8, example V): 

80 grams of benzyl cyanide (89%; 0.68 mole) 
is introduced into a cylindrical reaction vessel with 
a volume of 250 ml, fitted with 4 baffles, a stirrer, a 
reflux condenser and two gas feed tubes. The 
reaction vessel is then purged using Na. 
The reactor contents are heated to 40 *C, after 
which dry HCI gas is Introduced in 45 minutes, at a 
rate of 8-9 litres/hour. Then the supply of Ch gas 
at a rate of 6-7 litres/hour is started. The chlorina- 
tion reaction starts up immediately. The tempera- 
ture of the reaction mixture is maintained at 40* C. 
After 4 hours slipthroogh of Cfe gas is observed 
and the supply rate of the Cfe gas is reduced to 1 
litre/hour. 

The development of the reaction Is followed by 
analysing samples taken in time by means of GC. 
After 1 hour. 3 hours and 5 hours the degree of 
conversion of the benzyl cyanide is 24%, 73% and 



85%, respectively. The benzyl cyanide is convert- 
ed virtually quantitatively into a,a-dichlorobenzyl 
cyanide, 



Covers et al expressly discloses the preparation of 2,2-dichlorophenylacetic 
acid esters by reacting 2,2-dichlorophenylacetonitrile with water and an alcohol in the 
presence of hydrogen chloride gas , whereas Castelijins et al does disclose the 
chlorination of phenylacetonitriles for benzyl cyanide using chlorine gas and hydrogen 
chloride gas. Both processes are related as mutually inclusive species in an 
intermediate-final product relationship. Therefore, it would have been obvious to the 
skilled artisan in the art to be motivated to apply easterns' et al chlorination method 
to the Covers et al process. This is because the skilled artisan in the art would expect 
such a combination to be successful and economical as shown in the prior art. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Taylor Victor Oh whose telephone number is 571-272- 
0689. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas McKenzie can be reached on 571-272-0670. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 




Taylor Victor Oh, MSD.LAC 
Primary Examiner 
Art Unit: 1625 



